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PETITION UNDER 37 CFR S1.144 

Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

Applicants respectfully petition the Director to review the restriction requirement issued 
in the June 29, 2005 Office Action, and rejoin claims 2-12 and 15-31. The required fee of $130 for 
this petition is submitted herewith. The Commissioner is authorized to charge any additional fees 
due with this submission to Deposit Account No. 04-0100. 

Pertinent Facts of the Case 

1) On June 29, 2005 the Examiner issued a Restriction Requirement, designating two 
groups. The first group contained claim 1, which was drawn to eleven compounds. The second 
group contained claims 2-29, and was drawn to a composition, dosage unit form, and method of 
using the composition. All of the claims of group II depend from claim 1 . 

2) On August 4, 2005 Applicants filed an Amendment removing ten of the eleven 
compounds from claim 1 . Applicants also traversed the restriction requirement, arguing that the 
entire set of claims could be examined without serious burden on the Examiner imder MPEP § 803. 
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3) In a September 13, 2005 Office Action, the Examiner refused to withdraw the 
restriction requirement and made it final. Claims 2-31 were deemed withdrawn as drawn to a non- 
elected invention. 

4) In a November 17, 2005 Amendment, claims 13 and 14 were canceled. Applicants 
also requested that the remaining claims (claims 2-12 and 15-31) be rejoined pursuant to M.P.E.P. § 
821.04(a), since these claims depend fi-om claim 1. 

5) In a February 24, 2006 Office Action, claim 1 was allowed and the Examiner 
requested cancellation of the non-elected claims. The Examiner stated that "[a] withdrawn claim 
that does not [sic: is not] commensurate in scope with the allowable claim will not be rejoined." 

Argument 

Applicants respectfully submit that the Examiner has improperly refused rejoinder of 
claims 2-12 and 15-31 on the basis that these claims are not "commensurate in scope." MPEP § 
821.04 (a) states: 

When all claims to the nonelected invention(s) depend from 
or otherwise require all the limitations of an allowable 
claim, applicant must be advised that claims dravm to the 
nonelected invention have been rejoined and the restriction 
requirement has been withdrawn. 

MPEP § 821.04(a) does not mention whether the nonelected claims are "commensurate 
in scope". This section does, however, require that claims drawn to nonelected inventions be 
rejoined if they depend from or otherwise require all the limitations of an allowable claim (claim 1). 
This is the case here. 



{W:\01946\100g527us2\006971 18.D0C linHIIDIIiHIIDIIIIIiDID } 



Application No.: 10/750,138 



3 



Docket No.: 01 946/1 00G527-US2 



Summary 



In view of the above, Applicants respectfully request rejoinder of claims 2-12 and 15-31. 

A 



Dated: March 24, 2006 



Jasol 
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